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Office Action Summary 


Application No. 
08/894,824 


Applicant(s) 

Friebe et al. 


Examiner 

Margaret Glass 


Group Art Unit 
1712 





1X1 Responsive to communication(s) filed on Apr 20, 1998 . 

Kl This action is FINAL, 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under fx parre Quay/e, 1935 CD. 11; 453 O.G. 213. 



A shortened statutory period for response to this action is set to expire 



month(s), or thirty days, whichever 



is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claims 

Kl Claim{s) 7 to 6 and 8 to 13 



Of the above, claim(s) 7 1 and 12 
□ Claim(s) 



Kl Claim{s) 1 to 6, 8 to 10 and 13 

□ Claim(s) 

□ Claims 



is/are pending in the application. 

is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is Cipproved disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 v 

□ Acknowledgement is made, of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
*Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 

Attachment(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 



U. S, Patent and Tradenrwrk Office 
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1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1 to 6, 8 to 10 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Wakabayashi et al. in view of Kimura et al. for reasons of record. 

Applicants argue that the problems encoimtered with polysiloxanes differ from those of 
organic polymers and that the problem of stability for Si-O-Si bonds does not exist in the case of 
polyethers. This is not persuasive both references are drawn to RTV compositions and Kimura et 
al. specifically indicate that either polyethers or polysiloxanes can be used, providing one with a 
reasonable expectation of success in using polyethers for polysiloxanes in an equivalent manner. 
Applicants have not shown any unexpected results, with regards to stability or anything else, that 
would negate this expected equivalence. Applicants provide no support for their assertion that 
those skilled in the art would understand that these polymers are not equivalent, especially in view 
of the contradictory teachings of Kimura et al. The compositions do not appear to be totally 
different as argued since they are both moisture curing RTV compositions having the same utility. 
As such this rejection is maintained. 

3. Claims 1 to 6, 8 to 10 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Schiller et al. in view of Sattlegger et al. for reasons of record. 

Applicants argue that the present application improves storage stability whereas Schiller et 
al. is concerned with rheology. Note, however, that a prima facie case of obviousness (for a 
composition) does not require the solution of the same problem or recognition of the same 
advantages as the applicants invention. In re Dillon 16 USPQ2d 1897 (CAFC, en banc, 1990), 
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which overrules In re Dillon 13 USPQ 2d 1337 and In re Wright 6 USPQ 2d 1959. As such this 
argument is not persuasive. 

4. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR L136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this fmal action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated fi-om the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS firom the mailing date 
of this final action. 

5. Any inquiry concerning this commimication should be directed to Margaret Glass at 
telephone number (703) 308-4334. 

Any official documents (after fmal rejection) can be faxed to (703) 305-3599. All other 
official faxes should be sent to (703) 305-5408. Please do not send any informal communication 
or proposed amendments to this number. 



mwg 

July 13, 1998 
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PrimarylgKaminer 
Art Unit 1712 



